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Application No. 

09/424.347 



Examiner 



Joseph F Murphy , , 

- V,e mum DATE o, 0,1s con.^.,0^on app ' ear. o. cove r sh^ «m .1,. c.m,.p.nd..ic. .lU,.^ 

"TsHORTENED STATUTORV PERIOD FOR REPLY ,S SET TO EXPIRE , MONTH,S) FROM 

. NO period for reply is specified above, the maximum f a'" ™" "^^^^^ to become ABANDONED (35 U.S.C. § 133). 

' earned patent temi adjustment. See 37 CFR 1 .704(b). 

Status 

I )|3 Responsive to communication(s) filed on 26 July 2000 . 

2a)n This action is FINAL. 2b)EI This action is non-final. 

3 D Since this application is in condition for allowance except for fonmal matters Pjosecu^on as to the ments 

^ closed in accordance with the practice under Ex parte Quayle, 1 935 CD. 1 1 . 453 O.G. 21 d. 

Disposition of Claims 

4) 13 Claim(s) hll "s/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) n Claim(s) is/are rejected. 

7) D Claim(s) is/are objected to. 

8) 13 Claim(s) izlZ are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: 3)0 accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

I I )□ The proposed drawing correction filed on is: a)^ approved b)^ disapproved by the Exam.ner. 

If approved, corrected drawings are required in reply to this Office action. 

12) 0 The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C.§§ 119 and 120 

13) 0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)nAII b)n Some*c)n None of: 

1 □ Certified copies of the priority documents have been received. 

2 □ Certified copies of the priority documents have been received in Application No. 



3 □ copies of the certified copies of the priority documents have been received in this National Stage 
application from the international Bureau (PCT Rule 1 7.2(a)) 
* See the attacherdetailed Office action for a list of the certified cop-es not receded. 

14) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional appl.cat.on). 

a) □ The translation of the foreign language provisional ^PPlj^^^^^^^^^^^" ^oTnd/or 121 

15) 0 Acknowledgment is made of a claim for domestic pnor.ty under 35 U.S.C. §§ 120 and/or 121. 

Attachment(s) ^ ^, . . 

^ .,ox^poo^ 4)0 Interview Summary (PTO-413) Paper No(s). 

1) D Notice of References Cited (PTO-892) 5) □ Notice of Informal Patent Application (PTO-1 52) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) » LJ ^ 

3) □ infomiation Disclosure Statement(s) (PTO-1449) Paper No(s) • 6) U otner. 
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Application/Control Number: 09/424,347 
Art Unit: 1646 

DETAILED ACTION 

Restriction is required under 35 U.S.C. 121 and 372. 

This application contains the following inventions or groups of inventions which are not 
so linked as to form a single general inventive concept under PCT Rule 13.1. 

In accordance with 37 CFR 1.499, applicant is required, in response to this action, to 
elect a single invention to which the claims must be restricted. 

Group I Claims 1-15, drawn to a protein with the amino acid sequence of SEQ ID 

<^vn m NO: L a olasmid, and a host cell. 



Group II, , Claims 1-15, drawn to a protein with the amino acid sequence of SEQ 
ID NO: 2, an isolated gene encoding SEQ ID NO: 2, a plasmid, and a host cell. 

Group III, claim 16, drawn to an antibody to a protein with the amino acid 
sequence of SEQ ID NO: 1. 

Group IV, claim 16, drawn to an antibody to a protein with the amino acid 
sequence of SEQ ID NO: 2. 

Group V claim 17, drawn to a method of screening a compound which modulates 
organic ion transport activities of the protein with the amino acid sequence of 
SEQ ID NO: 1. 

Group VI claim 17, drawn to a method of screening a compound which 
modulates organic ion transport activities of the protein with the ammo acid 
sequence ofSEQIDNO: 2. 

The inventions hsted as Groups I-VI do not meet the requirements for Unity of Invention 

or the following reasons: 

Groups I-IV are drawn to separate, distinct inventions and are distinguished from each 
other because the special technical features which define them by chemical and physical 
characteristics i.e. structure/function, as well as biological functions are different and these 
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special technical features are not shared by each invention. Since these special technical features 
are not shared by each product and since the common features do not establish an advance over 
the prior art, the inventions of Groups I-IV do not form a single inventive concept within the 
meaning of Rule 13.2 

Groups V-VI are drawn to methods different in design and performance, and which do 
not share the same or a corresponding special technical feature which define the contribution of 
each invention. The methods of Groups V-VI do not share a corresponding special technical 
feature because the methods are practiced with materially different process steps for materially 
different purposes and each method requires different starting materials, process steps and goals. 
Since these special technical features are not shared by each process, and since the common 
features do not establish an advance over the prior art, the inventions of Groups V-VI do not 
form a single inventive concept within the meaning of Rule 13.2. 

The invention of Groups I-IV are separate and distinct fi-om the invention of Groups V- 
VI because the invention of Groups I-IV may be used in other methods than those of Groups V- 
VI, such as in the production of the protein of interest. 

Because these inventions are distinct for the reasons given above and have acquired a 
separate status in the art because of their recognized divergent subject matter, restriction for 
examination purposes as indicated is proper. 

Applicant is advised that the reply to this requirement to be complete must include an 
election of the invention to be examined even though the requirement be traversed (37 CFR 
1.143). 
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Applicant is reminded that upon the cancellation of claims to a non-elected invention, the 
inventorship must be amended in compliance with 37 CFR 1.48(b) if one or more of the 
currently named inventors is no longer an inventor of at least one claim remaining in the 
application. Any amendment of inventorship must be accompanied by a petition under 37 
CFR 1.48(b) and by the fee required under 37 CFR 1.1 7(i). 

Advisory Information 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Joseph F. Murphy whose telephone number is 703-305-7245. 
The examiner can normally be reached on M-F 7:30-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Yvonne Eyler can be reached on 703-308-6564. The fax phone numbers for the 
organization where this appUcation or proceeding is assigned are 703-305-3014 for regular 
communications and 703-308-0294 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is 703-308-0196. 




Jos^h F. Murphy, Ph. D. 

Patent Examiner (i<yvM/ft 

Art Unit 1 646 PREM A MERTZ 

September 7, 2001 PRIMARY EXAMINER 



